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DETAILED ACTION 

1 . This is a Non-Final Office Action in response to Applicant's Request for 
Continued Examination, filed 5/05/2010. Claims 39-81 are pending. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 39-58, 63-66, 68-70, 76 and 77 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gupta et al. (USP 5,512,371) in view of Jiang et al. (USP 
6,562,466). 

5. Regarding claims 39 and 76, Gupta et al. (hereinafter Gupta) teach a process for 
transferring a single monolayer coating onto a surface of a lens preform comprising 
providing a finished or semi-finished optical preform having at least one geometrically 
defined surface (col 3, line 25-36, item 11, Fig. 1); providing a mold part having an 
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internal surface and an external surface (mold 13); depositing liquid curable coating 
composition between mold and preform; moving the preform and mold together; 
applying sufficient pressure to spread the liquid curable coating resin; curing the resin; 
and recovering the coating article (col 4, lines 42-49; col 5, lines 28-31, 36-45, 60-64; 
col 6, lines 57-60). 

6. Gupta is silent on the roughness of the lens surface and does not teach provision 
of the optical lens having at least one fined but unpolished geometry defined main face 
having a root mean square profile higher than or equal to 0.01 urn. In the same field of 
endeavor of applying coating to optical articles, Jiang teaches that an optical lens can 
be provided in a coating process wherein the lens has a fined but unpolished surface 
with surface roughness ranging from 0.001 urn to 1um (col 3, lines 24-35) to generate 
lens surfaces which are free of visible lines (col 7, lines 15-18), thus eliminating the 
additional step of polishing the lens surface prior to coating (col 7, lines 55-56). It would 
have been obvious to a person having ordinary skill in the art to provide a fined but 
unpolished lens to a coating process as taught by Jiang in the method of Gupta for the 
purpose of eliminating the need to first polish the lens surface. 

7. Regarding claim 40, Gupta teach that the liquid coating composition layer is 
cured under pressure (col 5, lines 36-45). 

8. Regarding claim 41 , Gupta teach that the mold part is glass or metal (col 3, lines 
1 1 -24) and that the curvature of the surface of the mold is preferably matched to the 
curvature of the surface of the lens preform (col 4, lines 46-48). 
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9. Regarding claims 42 and 46, Gupta teach that the mold is made of plastic (col 3, 
lines 11-14). It is noted that plastic is more flexible than glass or metal. Gupta also teach 
that the curvature of the surface of the mold is preferably matched to the curvature of 
the surface of the lens preform (col 4, lines 46-48). 

1 0. Regarding claims 43-45, 47, 51 and 52, Gupta does not teach the use of an 
inflatable flexible membrane, a flexible mold made of polycarbonate or PMMA, or the 
pressure exerted. Jiang discloses a coating system for applying coatings to an optical 
article wherein said system does not necessitate the use of specific mold parts for each 
prescribed final lens geometry and which does not entail any deformation of the lens 
blank (col 2, lines 40-43; lines 45-48). Said coating system employs a flexible 
membrane made of polycarbonate with thickness of 0.3 to 1 mm (col 3, lines 44-46, 58; 
col 4, lines 9-1 1 ). Further, Jiang teaches a preferable pressure range of 5 to 20psi (35 
to 138kPa; col 3, lines 47-48). It would have been obvious to a person having ordinary 
skill in the art to employ the flexible membrane system taught by Jiang to apply the 
coating layer of Gupta for the purpose of avoiding any deformation of the lens blank 
(Jiang, col 2, lines 40-42). 

1 1 . Regarding claim 48, Gupta teach the liquid is UV curable (col 5, lines 60-66). 

12. Regarding claims 49 and 50, Gupta teach the mold part is UV-transparent plastic 
(col 3, lines 11-14). 

1 3. Regarding claims 53-58, Jiang teaches that the surface roughness of the 
provided lens can be 0.001 urn to 1um (col 3, lines 24-35). Gupta teach that the preform 
is made of polycarbonate (col 3, lines 25-38). 
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14. Regarding claim 63, Gupta discloses selecting a coating resin with refractive 
index similar to the optical article (col 2, lines 25-31). 

15. Regarding claim 64, Gupta teach that the resin provides anti-scratch properties 
(col 3, lines 1-9; col 7, lines 10-12). 

16. Regarding claim 65 and 70, Gupta teach the main face of the preform may be the 
back face of the preform (col 4, lines 35-41). 

17. Regarding claims 66 and 68, Gupta teaches that the optical article is a lens (col 
3, line 25) and that the lens may be colored or coated with photochromatic materials 
(col 4, lines 21-25). 

18. Regarding claim 69, Gupta teach that the article is a lens preform (col 3, line 25). 

1 9. Regarding claim 77, as discussed above, Jiang discloses that the coating 
process produces a coated lens having a surface free of visible lines (thus eliminating 
the need for polishing step). Therefore, it would be expected that the coated surface 
roughness would be under 0.01 urn. 

20. Claims 59-62 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gupta et al. (USP 5,51 2,371 ) and Jiang et al. (USP 6,562,466) as applied to claim 39 
above, and further in view of Sherman (USP 3,458,348). 

21 . Regarding claims 59-62, Gupta does not disclose the thickness of the applied 
coating. In the same field of endeavor of applying coatings to optical elements, 
Sherman teaches that the thickness of a coating applied to the optical base can vary 
widely depending upon the method of coating, the surface roughness and general 
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requirement of the specific application. Sherman further discloses that the thickness 
commonly ranges from 10um to 100mm depending on the end result desired (col 6, 
lines 59-70). Further, Jiang discloses that the coating application device is capable of 
providing coatings less than 10um (col 4, line 55; col 5, line 3). It would have been 
obvious to person having ordinary skill in the art at the time of the invention to employ 
coating thicknesses as claimed in the method of Gupta in view of Jiang for the purpose 
of fulfilling the desired application as taught by Sherman. One would be motivated to 
employ thinner coatings for the benefit of reducing the amount of coating material 
required or to reduce the overall weight or size of the lens. 

22. Claim 67 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gupta et 
al. (USP 5,512,371 ) and Jiang et al. (USP 6,562,466) as applied to claim 39 above, and 
further in view of Degand et al. (USP 6,489,028, of record). 

23. Regarding claim 67, Gupta in view of Jiang teach the method of claim 39 as 
described above and further discloses anti-reflective coatings as conventional but does 
not teach applying anti-reflective coatings onto the cured coating. In the same field of 
endeavor of molding optical articles, Degand et al. disclose that it is known to apply an 
anti-reflective coating to the cured surface of the lens (col 6, lines 1-6). Therefore it 
would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to employ a known sequence of steps for applying the anti- 
reflective coating to the surface of the cured lens as taught by Degand et al. in the 
method of Gupta (combined) for the purpose of providing a lens that has excellent 
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abrasion resistance while also having anti-reflective properties (col 5, line 38-col 6, line 
9). 

24. Claims 71 , 72, 78 and 79 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Gupta et al. (USP 5,512,371) and Jiang et al. (USP 6,562,466) as 
applied to claim 39 above, and further in view of Brytsche et al. (USP 5,753,301 , of 
record). 

25. Regarding claims 71 and 78, Gupta (combined) teaches the method of claim 39 
as discussed above, but does not explicitly disclose the method is employed to coat a 
lens mold. However, in the same field of endeavor of coating optical articles, Brytsche et 
al. (hereinafter Brytsche) disclose that methods of coating lens, lens blanks, and lens 
molds are known to be interchangeable and equivalent (abstract). Thus, it would have 
been obvious to a person having ordinary skill in the art at the time the invention was 
made to utilize the method disclosed by Jiang to coat a lens mold since Brytsche 
disclose that lens molds, lens, and lens blanks may be coated through equivalent 
means. One having ordinary skill in the art would have been motivated to maximize the 
applications of Gupta (combined) method as suggested by the disclosure of the art- 
recognized equivalence of materials. 

26. Regarding claim 72, Brytsche teaches that the lens mold to be coated can be 
made of a number of suitable materials including glass (col 8, lines 30-35). 
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27. Regarding claim 79, Brytsche teaches that the lens mold to be coated can be 
made of a number of suitable materials including metal (col 8, lines 30-35), a non- 
transparent material. 

28. Claim 73 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gupta et 
al. (USP 5,512,371), Jiang et al. (USP 6,562,466) and Brytsche et al. (USP 5,753,301) 
as applied to claim 72 above, and further in view of Degand et al. (USP 6,489,028, of 
record). 

29. Regarding claim 67, Gupta (combined) teach the method of claim 39 as 
described above and further discloses anti-reflective coatings as conventional but does 
not teach applying anti-reflective coatings onto the cured coating. In the same field of 
endeavor of molding optical articles, Degand et al. disclose that it is known to apply an 
anti-reflective coating to the cured surface of the lens (col 6, lines 1-6). Therefore it 
would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to employ a known sequence of steps for applying the anti- 
reflective coating to the surface of the cured lens as taught by Degand et al. in the 
method of Gupta (combined) for the purpose of providing an optical article that has 
excellent abrasion resistance while also having anti-reflective properties (col 5, line 38- 
col 6, line 9). 
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30. Claims 74 and 80 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gupta et al. (USP 5,512,371) and Jiang et al. (USP 6,562,466) as applied to claims 
39 and 76 above, and further in view of Li et al. (USP 6,565,776, of record). 

31 . Gupta (combined) teaches the method of claims 39 and 76 as discussed above 
but does not teach the mold part is precoated with a release or protective coating. In the 
same field of endeavor of molding optical articles, Li et al. (hereinafter Li) teach that it is 
known to provide lens mold parts with a protective coating (abstract). Thus, it would 
have been obvious to a person having ordinary skill in the art at the time the invention 
was made to provide a protective layer to the mold part disclosed by Gupta (combined) 
as suggested by Li for the purpose of producing a mold part with greater dimensional 
stability and chemical resistance (abstract). 

32. Claims 75 and 81 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gupta et al. (USP 5,512,371) and Jiang etal. (USP 6,562,466) as applied to claims 
39 and 76 above, and further in view of Keller et al. (USP 6,491 , 851 , of record). 

33. Gupta (combined) teach the method of claims 39 and 76 as discussed above but 
do not teach a mold part having microstructure or a pattern to be duplicated in the lens 
bank. However, in the same field of endeavor of molding optical articles, Keller et al. 
(hereinafter Keller) disclose a mold part having a microstructure or a pattern to be 
duplicated in the lens blank (abstract). Thus, it would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to employ a mold part 
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with a microstructured surface as disclosed by Keller in the method of Gupta 
(combined) to produce a lens with improved anti-glare properties (abstract). 



Response to Arguments 

34. Applicant's arguments filed 5/05/2010 have been fully considered but they are 
not persuasive. 

35. Applicant argues that the combination of Gupta in view of Jiang constitutes 
improper hindsight reasoning. Applicant further argues that Jiang points to an 
accumulation of coatings and not a single coating as claimed, to achieve a surface 
corresponding to a polished state. Applicant argues that one can not choose one 
characteristic of Jiang while turning a blind eye to the other completely incompatible 
teachings of the reference. 

36. Examiner disagrees. Jiang teaches that in applying a surface coating to an 
optical article, one can provide optical articles having fined but unpolished surfaces and 
thus eliminate the step of polishing the uncoated surface. While the coating method of 
Jiang employs a combined coating comprised of a functional layer and adhesive layer 
whereas Gupta employs a single coating layer, both methods comprise the steps of 
applying liquid curable coating composition between the mold and the lens, exerting 
pressure, and then curing. Employing the molding device of Jiang in the method of 
Gupta to apply a single layer coating would not substantially alter the function of the 
device and a person having ordinary skill in the art at the time of the invention would 
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have expected similar benefits in terms of an optical-quality coated surface and non- 
deformation of the lens blank. 

37. Applicant argues that the final thickness of the coating recited in claims 61 and 
62 are separately patentable over the cited combination of Jiang and Gupta. 

38. Examiner disagrees. As argued above with newly cited reference of Sherman, 
the coating thickness can vary widely depending on various factors including 
application, desired size, coating method. Jiang discloses that the coating device can 
apply total coating thicknesses of less than 10um (col 4, line 55) and that the glue layer 
can be as thin as 1um (col 5, line 3). It would have been obvious to a person having 
ordinary skill in the art at time of the invention to reduce the thickness of the coating 
applied for the purpose of reducing material usage and to reduce the overall lens 
weight/thickness. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT DYE whose telephone number is (571)270- 
7059. The examiner can normally be reached on Monday to Friday 9:00AM to 5:00 PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571)272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/RCD/ 

/Richard Crispino/ 

Supervisory Patent Examiner, Art Unit 1747 



